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DETAILED ACTION 

1 . This Office Action acknowledges the applicant's amendment filed 7 December 
2006. Claims 1-9 are pending in the application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 103 

3. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Prior 
Art Figures 1 , 2, and 6 of the instant Application (hereinafter PA1 , 2, & 6) in view of 
Lyons (US 5,829,591). 

Claim 1: PA1, 2, & 6 discloses a reticle SMIF pod with a dome 10 having a 
plurality of spring-loaded latchkeys 12, and a cassette 14' having a plurality of primary 
engagement locations 18' that are intended to receive the plurality of latchkeys. PA1 , 2, 
& 6 discloses the claimed invention except for the secondary engagement locations. 

Lyons teaches a receptacle 10 with a base 12 and a cover 14, wherein the base 
has a plurality of primary engagement locations (slots 18 closest to bottom 16) and a 
plurality of secondary engagement locations (slots 18 located above those closest to 
bottom 16) for the purpose of variable volume (see for example Col. 2, lines 27-32). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide the pod of PA1 , 2, & 6 with additional engagement locations as taught 
by Lyons in order to vary the volume of the pod. It has been held that the provision of 
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adjustability, where needed, involves only routine skill in the art. In re Stevens, 101 
USPQ 284 (CCPA 1954). 

As to claims 2 and 3: At the time the invention was made, it would have been an 
obvious matter of design choice to a person of ordinary skill in the art to provide the 
secondary slots in the claimed numbers because applicant has not disclosed that the 
specific numbers provide an advantage, are used for a particular purpose, or solve a 
stated problem. One of ordinary skill in the art, furthermore, would have expected 
applicant's invention to perform equally well with any number of secondary engagement 
locations because applicant readily admits as such (see specification at paragraph 
[021]). 

Therefore, it would have been an obvious matter of design choice to modify the 
pod of PA1 , 2, & 6^Lyons with the claimed number of secondary engagement locations 
to obtain the invention as; specified in claims 2 and 3. 

Claim 4: PA1, 2, & 6-Lyons, as applied to claim 1 above, discloses the claimed 
invention. 

Claims 5 and 6: PA1 , 2, & 6-Lyons, as applied to claims 2 and 3 above, 
discloses the claimed invention 

Claim 7: The active method step claimed is the provision of structure, namely a 
plurality of secondary latchkey receivers. PA1 , 2, & 6-Lyons, as applied to claim 1 
above, discloses the claimed method step upon presentation. As the latchkey of PA1, 
2, & 6-Lyons is spring loaded, the pod is inherently capable of preventing the cassette 
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from completely disengaging from the dome if the latchkeys fail to engage the primary 
latchkey receivers. 

Claims 8 and 9: No active method steps are presented. It has been held that to 
be entitled to weight in method claims, the recited structure limitations therein must 
affect the method in a manipulative sense, and not to amount to the mere claiming of a 
use of a particular structure. Ex parte Pfeiffer, 1962 CD. 408 (1951). Accordingly, 
PA1, 2, & 6-Lyons, as applied to claims 2 and 3 above, discloses the claimed invention 

Response to Arguments 

4. Applicant's arguments filed 7 December 2006 have been fully considered but 
they are not persuasive. 

5. Applicant's argument that there is no motivation in the instant specification for 
modifying the volume of the pod is irrelevant. Lyons teaches a receptacle with a 
plurality of primary engagement locations and a plurality of secondary engagement 
locations for the purpose of variable volume. The motivation for modifying a primary 
reference need not come from the primary reference itself, but may come from a 
secondary reference. In re Laskowski, 10 USPQ2d 1397 (Fed. Cir. 1989). The law 
does not require that references be combined for the reasons contemplated by the 
inventor as long as some motivation or suggestion to combine them is provided by the 
prior art taken as a whole. In re Beattie, 974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 
(Fed. Cir. 1992). The reason or motivation to modify the reference may often suggest 
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what the inventor has done, but for a different purpose or to solve a different problem. It 
is not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. See, e.g., In re Kahn, 441 F.3d 977, 987, 
78 USPQ2d 1 329, 1 336 (Fed. Cir. 2006). As to the function, all benefits of claimed 
invention need not be explicitly disclosed in reference to render claim unpatentable 
under 35 USC 103. See In re Dillon, 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1990). 
Since the claimed subject matter would have been obvious from the references, it is 
immaterial that the references do not state the problem or advantage ascribed by 
applicant. See In re Wiseman, 201 USPQ 658. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the adyisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Pickett whose telephone number is 571-272- 
4560. The examiner can normally be reached on Mon-Fri, 1 1 :30 AM - 8:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 571-272-4562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Greg Pickett 
Examiner 
5 March 2007 
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